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- The MAILING DATE of this communication appears on tfie cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

. If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)ISI This action is non-final. 

3) D Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1^ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the connection is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
bM All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. [^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Status of the Claims 

Claims 1-5 are pending. 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Maher et al.. 

(EP 0 938 463). 

Applicants claim a process for preparing at least one partial oxidation and/or 
ammoxidation product of hydrocarbon, In which a hydrocarbon is subjected to a 
homogeneously and/or heterogeneously catalyzed dehydrogenation in the presence a 
series of steps to give a gas mixture (1) comprising propane and propylene, and (b) part 
of the constituents other than propane and propylene present in the gas mixture (1) 
fomed in the first step is separated off from the gas mixture (1) and/or converted into 
other compounds so as to produce a gas mixture (1*) comprising propane and 
propylene and also compounds other than oxygen, propane and propylene from the gas 
mixture (1 ) and, in at least one further step (c) gas mixture (1 ) and/or gas mixture (1 ') 
are/is subjected as constituent of gas mixture (2) to a heterogeneously catalyzed gas- 
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phased partial oxidation and/or partial gas-phased ammoxidation. 

Maher et a!., teach a process for converting alkane Into unsaturated aldehydes 
such as acrolein and acrylic acid from alkanes, particularly propane is converted to the 
corresponding alkene in the presence of oxydehydrogenation catalyst and thereafter, 
oxygen Is added to the effluent of the oxidation reaction and the mixture passed over a 
catalyst to convert the aldehyde to the corresponding carboxylic acid. Then separating 
the effluent into product stream comprising carboxylic acid and recycle gas stream. 
The residual gases are recycled back to the reaction zone to comprise a portion of the 
feed stream. See the entire reference especially page 2, column 2. lines 10-55, page 
3, column 1, lines 1-57, page 6, column 10, line 19, Example 1 and claims 1-8. 

Claim Rejections - 35 U.S.C. § 103 

1 . The following Is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for detennining 
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obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims 
at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application 
indicating obviousness or nonobviousness. 

3. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maheretal., EP 0 938 463. 

Applicants claim a process for preparing at least one partial oxidation and/or 
ammoxidation product of propylene, in which (a) crude propane is subjected to a 
homogeneously and/or heterogeneously catalyzed dehydrogenation and/or 
oxydehydrogenation In the presence and/or absence of oxygen in the first step to give a 
gas mixture (1 ) comprising propane and propylene, and (b) part of the constituents 
other than propane and propylene present In the gas mixture (1 ) fonmed in the first step 
is separated off from the gas mixture (1 ) and/or converted into other compounds so as 
to produce a gas mixture (V) comprising propane and propylene and also compounds 
other than oxygen, propane and propylene from the gas mixture (1 ) and, in at least one 
further step (c) gas mixture (1) and/or gas mixture (1') are/is subjected as constituent of 
gas mixture (2) to a heterogeneously catalyzed gas-phased partial oxidation and/or 
partial gas-phased ammoxidation. 

Determination of the scope and content of the prior art (IMPEP §2141.01) 

Maher et al., teach a process for converting alkane into unsaturated aldehydes such as 
acrolein and acrylic acid from aikanes, particularly propane is converted to the 
corresponding alkene in the presence of oxydehydrogenation catalyst and thereafter, 
oxygen is added to the effluent of the oxidation reaction and the mixture passed over a 
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catalyst to convert the aldehyde to the corresponding carboxylic acid. Then separating 
the effluent into product stream comprising carboxylic acid and recycle gas stream. 
The residual gases are recycled back to the reaction zone to comprise a portion of the 
feed stream. See the entire reference especially page 2, column 2, lines 10-55, page 
3, column 1, lines 1-57, page 6, column 10. line 19, Example 1 and claims 1-8. 
Ascertainment of the difference between the prior art and the ciaims (IMPEP 
§2141.02) 

The difference between the instant invention and Maher et al., is that the instant 
invention requires the content of 1-butene in the gas mixture 2 to be □ 1% by volume 
(claim 1 ). However, there is no evidence of record to distinguish the process of Maher 
from the instant process because applicants' process steps are similar to that of Maher 
et al. Additionally, modifying process conditions such as the gas mixture contents are 
not a patentable modification absent a showing of criticality. In re Aller, 220 F .2d 454, 
105U.S.P.Q.233(C.C.P.A. 1955). 

Finding of prima facie obviousness— rational and motivation (iMPEP §2142-2143) 

Thus, at the time of filing this application, one of ordinary skill in the art would have had 
a reasonable expectation of success in employing the process steps of Maher et al., 
because Maher et al. teach that dehydrogenation of alkanes to coresponding products 
such as acrolein are known. The requisite motivation being the desire to prepare 
various products by dehydrogenating alkanes to the con^esponding products, which as 
the reference teaches is well known. Thus, a slight difference in the dehydrogenating 
zone of process parameters may serve to differentiate the process from under 35 U.S.C 
102 but, does not serve to remove the relied upon reference from under 35 U.S.C 103. 
Therefore, at the time of filing this application, one of ordinary skill In the art in 
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possession of Maher et ai.. would have had a reasonable expectation of success in 
practicing the instant invention absent a showing of unexpected results and/or 
properties. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to E. Sacl^ey whose telephone number is (571 ) 272-0704. 
The examiner can normally be reached on Monday-Friday from 7:30 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. McKane, can be reached on (571) 272-0699. The fax phone 
number for this Group is (571 ) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 



(571)272-1600. 



EOS 

October 2, 2006 




